
1I granted Philips’ motion to exclude from the jury evidence relevant solely to
CMT’s equitable defenses (Transcript at 29); I granted Philips’ motion to exclude opinion
of counsel letters that were prepared for a company that is no longer a party to this
litigation and which were never seen by any CMT employee (Transcript at 48); and I
granted CMT’s motion to exclude the testimony of Philips’ proposed legal expert
(Transcript at 56-57).

2In light of the rulings contained herein and decisions issued on the parties’
dispositive motions, the parties should confer and contact the court for a teleconference
to further discuss the trial in this case.
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MEMORANDUM ORDER

On March 29, 2004, I held a pretrial conference with the parties in anticipation of

the trial in this matter scheduled to commence on April 12, 2004.  At that time, I was

able to address several of the motions in limine filed with the pretrial order.1  Following

are my rulings on the remaining motions in limine.2

Philips’ motion to exclude from the jury evidence of proceedings in foreign patent

offices (see Pretrial Order, Docket Item [“D.I.”] 361, at 56) is hereby GRANTED,
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although it is perhaps better viewed simply as moot.  CMT has effectively conceded that

the contested evidence is relevant solely to its equitable defenses.  (See id. at 58.)  I

have already ruled that I will hear evidence on those defenses separately from the

evidence presented to the jury.  Accordingly, the relief that Philips seeks is

unnecessary.  It should be plain to the parties that evidence regarding proceedings in

foreign patent offices is to be presented solely before me, in connection with the parties’

positions on CMT’s inequitable conduct defense.

Philips’ motion to exclude untimely produced evidence (id. at 61) is hereby

GRANTED.  Following the September 2003 discovery cutoff in this case, a cutoff that

was twice extended, CMT came forward with additional documents which it has failed to

persuade me could not have been produced during the extended discovery period. For

example, during the deposition of its president or chairman, a Mr. Park, CMT disclosed

the existence of relevant information in Mr. Park’s appointment books but refused to

schedule a continuation of the deposition to permit Philips to question Mr. Park following

the production of that information.  Remarkably, CMT asserts that it should be able to

rely on those documents now because Philips didn’t seek to compel the extension of the

deposition before.  That approach, of course, would put the onus for late production on

the wronged party and ignores the import of Federal Rule of Civil Procedure 37(c)(1),

which provides that “[a] party that without justification fails to disclose information

required [by the rules of discovery] is not, unless such failure is harmless, permitted to

use as evidence at trial ... information not so disclosed.”

That provision was added to the Rules to serve as an “automatic sanction”

intended to provide “a strong inducement for disclosure of material that the disclosing
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party would expect to use as evidence[.]” Advisory Committee Note to 1993

Amendments to Fed.R.Civ.P. 37.  CMT’s suggestion that it is permitted to supplement

its discovery responses up to the day of trial (see D.I. 373 at 3) does not address the

pertinent point: is there any reasonable excuse for its delay in bringing forward the

material it wants to rely upon now?  I have not heard it, if there is.  What I have heard is

the claim that delivering documents after the close of discovery, including the close of

expert discovery, should be permitted because “CMT has consistently made its best

efforts to comply with its discovery obligations.”  (Id. at 4.)  That assertion, of course, is

hotly contested by Philips, which claims it has faced repeated difficulty in obtaining

CMT’s compliance with the rules of discovery.  Regardless of who is right on that score,

however, an “A” for effort does not excuse CMT’s failure to abide by its disclosure

obligations.  “In every trial there comes a time when discovery must be closed for issues

to be resolved through summary judgment and/or trial.” Stambler v. RSA Sec., Inc., 21

F.R.D. 470 , 472 (D. Del. 2003).  Since CMT has not shown that its failure to properly

and timely produce the evidence in question is harmless, the evidence will not be

permitted at trial.

CMT’s motion to exclude evidence regarding the doctrine of equivalents (D.I. 361

at 64) is mooted by my summary judgment ruling in CMT’s favor on the ‘562 patent.

CMT seeks the exclusion of four proposed witnesses for Philips: Messrs. Bovial,

Parham, Ingersoll, and Orlando.  (Id. at 71.)  Its motion is DENIED in part and

GRANTED in part, with leave for Philips to provide further evidence from the discovery

record to support its contention that information regarding Mr. Parham was adequately

disclosed.  CMT’s contention is that, although the identity of these individuals may have
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surfaced in pretrial discovery, CMT has been unfairly surprised to find them listed as

witnesses.  As to Messrs. Ingersoll and Orlando, that contention simply does not bear

serious scrutiny.  CMT itself identified those two gentlemen as having knowledge

related to CMT’s laches and estoppel defenses.  (D.I. 381 at 2.)  Philips has argued,

without a direct rebuttal from CMT, that the testimony of these men is only relevant

because CMT wants to introduce testimony of what they allegedly communicated to

CMT’s Mr. Park.  (Tr. at 36.)  It is untenable for CMT to argue that it is surprised to learn

that the very individuals it has identified as disclosing relevant information to Mr. Park

may have something relevant to say about what they told Mr. Park.  CMT’s motion to

exclude Messrs. Ingersoll and Orlando as witnesses is therefore DENIED.

As to Messrs. Bovial and Parham, however, CMT”s protestations are more

credible.  it appears that CMT did ask interrogatories that should have elicited their

names and that Philips did not identify them in response to those interrogatories.  The

interrogatories require the identification of individuals with knowledge of facts supporting

Philips’ contention that the Philips’ patents in suit are valid and that CMT has infringed

them.  Philips does not argue, apparently because it cannot, that it ever supplemented

its interrogatory responses by naming Messrs. Bovial and Parham.  Philips contends

that it could not have read the interrogatories as requiring it to identify those men.  On

that score it is mistaken.  While broadly worded, the interrogatories in question do

require the identification of individuals with knowledge of the facts underlying Philips’

validity and infringement assertions.  (See D.I. 381 at Ex. A, Interrogatories No. 2 and

No. 3.)
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What Philips does say, however, at least as to Mr. Bovial, is persuasive.  Philips

asserts that CMT learned long ago that Mr. Bovial had relevant knowledge, that he was

discussed at length in several depositions, a claim that CMT does not deny, and that

certain deponents gave very specific testimony about the central role that Mr. Bovial, a

former Philips employee, played in providing information given by a current Philips

employee at a 30(b)(6) deposition.  (D.I. 361 at 76.)  Accordingly, CMT was fairly on

notice of Mr. Bovial’s identity and the type and importance of the information he

possesses.  CMT’s motion to exclude Mr. Bovial as a witness is therefore DENIED.

Philips has not made a similar case with respect to Mr. Parham.  Other than its

flat assertion that Mr. Parham’s name has come up, Philips has given no indication that

Mr. Parham was someone that CMT could have and should have focused on in the

course of discovery. CMT’s motion to exclude his testimony is therefore GRANTED;

however, given the potential impact of excluding a witness at this late date, I will provide

one final opportunity for Philips to disclose exactly what it proposes to have Mr. Parham

testify to and the evidence in the discovery record that should have put CMT on notice

that he was a candidate to provide such testimony at trial.  Philips submission in this

regard should be delivered to the Court and served on opposing counsel no later than

the close of business on Tuesday, April 6, 2004.  Any response that CMT may wish to

make should be delivered by the close of business on Thursday, April 8, 2004.

                      Kent A. Jordan
UNITED STATES DISTRICT JUDGE

April 5, 2004
Wilmington, Delaware


